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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 , 2 and 4-9 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Head (U.S. Patent #5472052). 

3. As concerns claims 1 , 2 and 5, Head shows a method of abandoning a well, 
comprising at least two concentric conduits, comprising the steps of: providing a 
perforation, pumping out the fluid, and inserting sealing material (column 2, lines 1 1-42). 

4. As concerns claim 4, Head shows wherein the fluid is pumped downwards into 
the well (column 5, lines 1-3). 

5. As concerns claims 6 and 7, Head shows wherein perforations are formed in at 
least one conduit and the annular chamber is sealed at various levels between the 
conduits (column 2, lines 43-65; column 3, lines 19-29; column 4, lines 36-57). 

6. As concerns claim 8, Head shows an apparatus for abandoning a well having at 
least two concentric conduits, including a pump and a perforation forming device 
(column 3, lines 34-37). 

7. As concerns claim 9, Head shows a check valve to permit one way flow of fluids 
(column 2, line 66 - column 3, line 4). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Head as applied to claims 1 and 8 above, and further in view of Bohn (U.S. Patent 
#3939927). 

10. As concerns claim 3, Head lacks to show wherein a tube is introduced and the 
fluid is pumped to the surface through the tube. However, Bohn teaches the elements 
of claim 3 (Fig. 1,11 and Fig. 2; column 2, lines 49-52). One of ordinary skill in the art 
at the time the invention was made would have been motivated to modify the structure 
taught in Head with the elements taught in Bohn because a tube is known to provide a 
direct and effective way to pump fluid to the surface. 

11. As concerns claim 1 1 , Head lacks to show a cable. However, Bohn teaches the 
elements of claim 1 1 (['052: column 7, lines 25-28]; ['927: Fig. 1 , 1 1 ; column 2, lines 26- 
29]). One of ordinary skill in the art at the time the invention was made would have 
been motivated to modify the structure taught in Head with the elements taught in Bohn 
because a cable is known to provide a means of lowering an apparatus into a well. 

12. As concerns claim 12, Head lacks to show wherein the perforation forming 
device is incorporated into the pump. However, Bohn teaches the elements of claim 12 
(['052: column 3, lines 34-37]; ['927: Fig. 2, 31 and 22]). One of ordinary skill in the art 
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at the time the invention was made would have been motivated to modify the structure 
taught in Head with the elements taught in Bohn because the combined structure is 
known to reduce the needed equipment to abandon a well. 

13. As concerns claim 13, Head lacks to show wherein the perforation forming 
device is incorporated into the valve unit. However, Bohn teaches the elements of claim 
1 3 (Fig. 2, 31 , 28 and 29). One of ordinary skill in the art at the time the invention was 
made would have been motivated to modify the structure taught in Head with the 
elements taught in Bohn because the combined structure is known to reduce the 
needed equipment to abandon a well. 

14. As concerns claim 14, Head lacks to show wherein the cable includes a through 
bore. However, Bohn teaches the elements of claim 14 (Fig. 1,11 and Fig. 2). One of 
ordinary skill in the art at the time the invention was made would have been motivated 
to modify the structure taught in Head with the elements taught in Bohn because a 
cable with a bore is known to provide means for either fluid or other cables to be drawn 
through it. 

15. Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made since this configuration 
improves versatility of an apparatus for abandoning a well. 

16. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Head as 
applied to claim 8 above, and further in view of Bohn. 

1 7. Bohn shows wherein the pump and the valve unit are together. Note that it has 
been held that constructing a formerly integral structure in various elements involves 
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only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. Further, MPEP § 
2144.04 states: In re Dulberg, 289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961) 
(The claimed structure, a lipstick holder with a removable cap, was fully met by the prior 
art except that in the prior art the cap is "press fitted" and therefore not manually 
removable. The court held that "if it were considered desirable for any reason to obtain 
access to the end of [the prior art's] holder to which the cap is applied, it would be 
obvious to make the cap removable for that purpose."). 

Conclusion 

18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW R. BUCK whose telephone number is (571) 
270-3653. The examiner can normally be reached on Monday through Friday 7:30am - 
5:00pm E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Will can be reached on (571 ) 272-6998. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Thomas A Beach/ 

Primary Examiner, Art Unit 3671 

mrb 



